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Office Action Summary 



Examiner 

Samuel P Siefke 



Art Unit 

1743 



The MA,L,NG DATE of th,s communication appears on the cover sheet w/th the correspondence aaaress 
A SHORTENED STATUTORY PERiOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. IfNOperiodforrep.yisspecifieda^ 

" gSS 3K£ SI- tr^^^S "tESS SS of this ^mmunieaUon, even if tinned, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) 13 Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this app.icaf.on is in condition for IgSTlT " 

closed in accordance with the practice under Ex parte Quayle, uu. m , w 

Disposition of Claims 

4) E! Claim(s) HI is/are pending in the application. 

4a) Of the above claim(s) Ml is/are withdrawn from consideration. 

5) D Claim(s)_ is/are allowed. 

6M Claim(s) £Z is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

II) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of. 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)) 

* See the attached Sailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provision* application), 
a) □ The translation of the foreign language provisional appncation has been rece^ 

15) D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 1 20 and/or 121 . 

Attachment(s) 

4) □ Interview Summary (PT0413) Paper No(s). . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: 
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DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 -7, drawn to a tunable laser cavity sensor chip, classified in class 
422, subclass 82.11. 

II. Claims 8-1 1 , drawn to a method of detecting a molecular species in a 
sample, classified in class 436, subclass 164. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions Group II and Group I are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1) the process as 
claimed can be practiced by another materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). In this case the method can be used with a different apparatus. 
A Gabry-Perot Interferometer can be used instead of the heterodyne detection to ' 
evaluate a frequency change. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Robert Berlin on 6/15/03 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-7. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims 8-1 1 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctnne grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
r^ P :! Vent P ° SSible haras sment by multiple assignees. See In re Goodman ^ 

USPO 6 4 £ ?P H S r Q2 ^ 1 °, (F6d - Cir 1 " 3): ln re 759 F^d 887° 225 ' 
^ 645 ( Fed - Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) mav be 
used to overcome an actual or provisional rejection based on a nonstatutory double 

522 ' 9 ^r d Pr ° Vlded the C ° nflicting application or P atent '* shown to be commonly 
owned with this application. See 37 CFR 1 130(b) ^m.nuniy 

tprmin^ H 6Cti | Ve Janua 7 1 ' 1 994 ' a registered attorney or agent of record may sign a 
37 CFR 3 73(b) mer - ^ diSC ' aimer S, ' 9ned by the aSSignee must ful| y comply with 

Claims 1-7 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 10, 7, 8, 9, 15, 
16, 17 of copending Application No. 09/916,541. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because they both comprise a 
pair of lasers comprising a reference laser and a sensor laser, a waveguide ,and a 
heterodyne detector. The only difference is that '541 refers to the sensor region of the 
current application as a sensor chamber. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
States ° n 6 C ° Untry ' m ° re th3n ° ne year Pri ° r t0 the date ° f a PP |ication for P^ent in the United 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
BEREGOVSKI, Y. et al. "Design and Characteristics of DBR-laser-based environmental 
sensors", November 1998. 

Beregovski discloses a DBR laser based sensor which comprises a pair of 
sensors, one being a reference laser and the other being a DBR chemical laser (page 
1 17, 1 st col., paragraph 3) each having a waveguide having a gain section (page 117, 
2 nd col. paragraph 1), opposing mirrors including a partially transmissive mirror (fig. 1 ; 
page 1 19, 1 st col. paragraph 3-4 and fig. 5); the wave guide having a phase control 
section (page 1 1 7, 2 nd col. paragraph 1 ); the coherent light bean output section being 
joined to enable coherent light outputs of the reference and senor laser to interfere 
(page 117, 2 nd col. paragraph 1); a sensor region formed through and exposing the 
evanescent optical field to the sensor laser for receiving a sample (page 1 1 6, 2 nd col. 
paragraph 1 , fig. 8) a heterodyne detector (page 1 1 8, 2 nd col. paragraph 2); a facet 
mirror is used and a grating mirror allows for different sampling periods (fig 6). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel P Siefke whose telephone number is 703-306- 
0093. The examiner can normally be reached on M-F 7:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on 703-308-4037. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 



sps ^tz3 

September 17, 2003 





Sipervfebry Patent Examiner 
Techftology Center 1 700 



